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PRE-APPEAL BRIEF REQUEST FOR REVIEW - SUPPORTING REASONS 

Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 


A Notice of Appeal and a Pre-Appeal Brief Request for Review are being filed 
concurrently herewith in response to a Final Office Action dated June 13, 2005 and an Advisory 
Action dated October 18, 2005 in Application Number 09/828,444 (the "Application") in 
accordance with the procedures announced in the Official Gazette on July 12, 2005. Provided 
below is a succinct, concise and focused set of arguments supporting the request for the review 
and identifying clear errors in the Examiner's rejections or the Examiner's omission of one or 
more essential elements needed for a prima facie rejection. 

REJECTION UNDER 35 U.S.C. § 103 

The Examiner rejected claims 44-80 under 35 U.S.C. 103(a) as being unpatentable over 
Anandan et al. (U.S. Patent Application Publication No. 2002/0062251), hereinafter referred to 
as "Anandan" in view of Engelke (U.S. Patent No. 6,594,346), hereafter referred to as "Engelke." 

A. The Examiner has Omitted one or more Essential Elements 

As discussed in more detail below and at pages 8-10 of the Response filed by Applicants 
on September 13, 2005 (the 9/13/05 Response), the rejection by the Examiner clearly omits one 
or more essential elements recited by Applicant in independent claims 44 and 68. In addition, as 
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discussed in more detail at pages 12-15 of the 9/13/05 Response, the rejection by the Examiner 
clearly omits one or more essential elements recited by Applicant in the dependent claims. 

First, Anandan and/or Engelke do not teach or suggest a plurality of portable display 
units located in a commercial establishment for use by a plurality of users. The system in 
Anandan either provides the consumer with a personal device having an affixed tag in advance 
of the consumer entering the store (See Anandan, paragraph 0031) or attaches the tag to the 
consumer's own personal wireless device. See Anandan, paragraphs 0044 and 0045. The system 
in Engelke requires each user to have their own personal device with them before entering the 
store. See Engelke, column 4, lines 44-48. In fact, neither Anandan nor Engelke has a need for a 
plurality of portable display devices in a commercial establishment because each user in 
Anandan or Engelke already has a personal device before entering the commercial establishment. 

The Examiner asserts that column 4, line 39 to column 5, line 47 of Engelke discloses a 
plurality of portable display units in a commercial establishment for use by a plurality of users as 
recited by Applicant. However, Applicant has identified no such teaching in the cited passage, 
or elsewhere, in Engelke and submits that Engelke does not teach this limitation for the reasons 
discussed in detail above. 

Next, Anandan and/or Engelke do not teach or suggest that a user activates a portable 
display unit of the plurality of portable display units to operate in a commercial establishment by 
providing identifying information. The system in Anandan does not disclose a user activating 
the personal device and clearly does not disclose the user activating a personal device by 
providing personal information. The system in Anandan is able to identify the user by the tag 
that has been attached to the user's personal device. See Anandan, paragraphs 0045 and 0046. 
As such, the system in Anandan does not have any need to activate a personal device by 
providing identifying information as recited by Applicant because the tag attached to the user's 
personal device in Anandan is able identify the user. The system in Engelke does discuss the 
need for the user to activate the personal device, but Engelke does not disclose that the user 
activates the device by providing identifying information. The system in Engelke can be 
activated by pressing a start button without the need for providing any identifying information. 
See Engelke, column 4, lines 45-48. 
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The Examiner asserts that column 4, line 39 to column 5, line 47 of Engelke discloses 
that a user activates a portable display unit of the plurality of portable display units to operate in 
a commercial establishment by providing identifying information as recited by Applicant. 
However, Applicant has identified no such teaching in the cited passage, or elsewhere, in 
Engelke and submits that Engelke does not teach this limitation for the reasons discussed above. 

B. The Examiner has made Clear Error in the Examiner's Rejections 

As discussed in more detail below and at pages 10-12 of the 9/13/05 Response, the 
Examiner has clearly made one or more errors in the rejection of the claims. 

Applicant respectfully submits that the Examiner has improperly combined Anandan and 
Engelke. The Examiner has provided no teaching or suggestion in Anandan that would indicate 
the desirability of incorporating into Anandan the personal interpreter of Engelke, nor has the 
Examiner cited any passage in Engelke that would indicate that the personal interpreter can be 
used in the device of Anandan. The Examiner makes a statement that one would be motivated to 

make the modification to ensure "on the spot communication between the user and the 

i 

commercial establishment." However, the Examiner provides no support for this conclusion in 
either Anandan or Engelke. Furthermore, Applicant submits that the Examiner has already 
asserted that Anandan discusses this feature {See Final Office Action, page 3, lines 11-13), thus 
there would be no need to make the proposed combination as Anandan already has the feature to 
be added by the proposed combination with Engelke. Thus, Applicant respectfully submits that 
the Examiner has improperly combined Anandan and Engelke based on the teachings in 
Applicant's specification, which is impermissible hindsight reasoning by the Examiner. 

Finally, Applicant submits that Engelke is non-analogous art with respect to Applicant's 
invention as recited in independent claims 44 and 68. Engelke is directed to the translation of 
information and communication between deaf and hearing persons. In contrast, Applicant's 
invention as recited in independent claims 44 and 68 is directed to a system and method for 
providing personalized information to a user in a commercial establishment. Applicant submits 
that one skilled in the art of providing personalized information to a user in a commercial 
establishment would not look to a reference directed to the translation of information and 
communication between deaf and hearing persons to solve problems in the field of providing 
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personalized information to a user in a commercial establishment. In addition, the Examiner has 
cited no passage in Engelke that would indicate that the translation of information and 
communication between deaf and hearing persons in Engelke would be suitable for use with 
providing personalized information to a user in a commercial establishment. Engelke is not in 
the same field endeavor as Applicant's invention nor is Engelke reasonably pertinent to the 
particular problems with which the inventor was concerned. As discussed above, Applicant 
submits that one skilled in the art of providing personalized information to a user in a 
commercial establishment would not look to a reference directed to the translation of information 
and communication between deaf and hearing persons to solve problems in the providing 
personalized information to a user in a commercial establishment field. 


In view of the above, Applicant respectfully requests reconsideration of the Application 
and withdrawal of the outstanding rejections. The Examiner has made both clear errors and 
omitted essential elements in the rejection of the claims. Applicant submits that the Examiner 
has made clear error in combining Anandan and Engelke because Engelke is non-analogous and 
there is no motivation to combine Anandan and Engelke. Furthermore, the Examiner has 
omitted essential elements recited in the claims in the rejection based on Anandan and Engelke. 

The Commissioner is hereby authorized to charge any additional fees and credit any 
overpayments to Deposit Account No. 50-1059. 


CONCLUSION 


Respectfully submitted, 

McNEES WALLACE & NURICK LLC 


By 



Brian T. Sattizahn 

Reg. No. 46,401 


100 Pine Street, P.O. Box 1166 
Harrisburg, PA 17108-1166 


Dated: November 4, 2005 
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